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CLAIMS 12-14, 16, 18-20, 22, 24, 25. 27. 28 AND 30-35 ARE PRESENTED FOR 

EXAMINATION 

Applicant's "Response to Office Action" filed December 5, 2005 has been received and 
entered into the application. Accordingly, claims 31, 32 and 35 have been amended. 
In light of the above amendments, as well as Applicant's remarks at page 6 of the above 
referenced response, (under the heading "Claim Amendments"), the objection to claims 31, 32, 
34 and 35 is withdrawn . 

Claim Rejection - 35 USC §103 

Claims 12-14, 16, 18-20, 22, 24, 27, 28 and 30-35 remain rejected under 35 U.S.C. 
103(a) as being unpatentable over Breivik et al. (U.S. Patent No. 5,502,077) in view of 
Harrison's Principles of Internal Medicine ("Harrison's), each of record, for the reasons of 
record as set forth in the previous Office action dated October 21, 2005, at pages 2-7, which 
reasons are here incorporated by reference. 

Applicant's remarks at pages 6-10 of the above referenced response have been carefully 
considered, but fail to persuade the Examiner of error in his determination of obviousness. 

Applicant's present remarks appear essentially the same as those previously presented in 
the response filed August 11, 2005. Therefore, the Examiner will not reiterate his position with 
respect to such remarks so as to provide for a clear record. 

As set forth above, the Examiner maintains his position that the presently claimed subject 
matter would have been obvious in light of the references and remarks made by the Examiner in 
the previous Office actions. Contrary to Applicant's opinion, this conclusion of obviousness 



Application/Control Number: 09/869,333 Page 3 

Art Unit: 1614 

rests upon clear teachings in the references and sound scientific reasoning which is consistent 

with the requirements for a conclusion of obviousness under 35 U.S. C. § 103 as mandated by the 

Courts and the Office, (see, for example, MPEP §§ 2141-2144.04). 

Having stated the above, the Examiner will take this opportunity to further expand upon 

his position stated in the previous Office action dated October 21, 2005, at page 4 that: 

"It remains the Examiner's position that based on the teachings of Breivik et al. and 
Harrison's, the selection of any specific patient population in whom to practice the 
invention of Breivik et al., such as patients who have suffered myocardial infarction, 
would have been a matter well within the purview of the skilled artisan. 
This position is stated and expanded upon in the previous Office actions, e.g., see the 
Office action dated May 23, 2005 at page 2-5". 

That the above is allegedly inaccurate appears central to Applicant's position as presented 
throughout both the most recent response and the one before that. It appears to the Examiner, 
however, that in considering the patient population put before one of ordinary skill in the art in 
whom to practice the invention of Breivik et al., (taken with the teachings of Harrison's), the 
artisan would have had but only two choices, the first population being those who have not had 
previously suffered a myocardial infarction and those who had previously suffered a myocardial 
infarction. Given such a small genus of population, it is bordering on, if not actually touching, 
anticipation of this element of the claimed subject matter that the treatment of one group or the 
other would have been recognized and placed in the possession of the public. 

Such a position would appear consistent with MPEP § 213 1.02 regarding genus-species 
situations. While the MPEP speaks of chemical compounds, the essence of that portion is that 
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where the genus is sufficiently small, the species making up such genus would have been 
anticipated, e.g., "In In re Schauman, 572 F.2d 312, 197 USPQ 5 (CCPA 1978), claims to a 
specific compound were anticipated because the prior art taught a generic formula embracing a 
limited number of compounds closely related to each other in structure and the properties 
possessed by the compound class of the prior art was that disclosed for the claimed compound. 
The broad generic formula seemed to describe an infinite number of compounds but claim 1 was 
limited to a structure with only one variable substituent R. This substituent was limited to low 
alkyl radicals. One of ordinary skill in the art would at once envisage the subject matter within 
claim 1 of the reference.).", MPEP Id. Here, as set forth above, there are only two members of 
the patient population from which to choose and it may well be said that both members would 
have been once envisaged. 

New to the record is Applicant's position at pages 9-10 of the recent response that "The 
Examiner is applying an improper 'obvious to try' rationale". 

In response thereto, the Examiner looks to MPEP § 2145(X)(B), wherein it is stated: 
"The admonition that 'obvious to try* is not the standard under § 103 has been directed mainly at 
two kinds of error. In some cases, what would have been 'obvious to try' would have been to 
vary all parameters or try each of numerous possible choices until one possibly arrived at a 
successful result, where the prior art gave either no indication of which parameters were critical 
or no direction as to which of many possible choices is likely to be successful.... In others, what 
was 'obvious to try' was to explore a new technology or general approach that seemed to be a 
promising field of experimentation, where the prior art gave only general guidance as to the 
particular form of the claimed invention or how to achieve it.' In re O 'Farrell, 853 F.2d 894, 
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903, 7USPQ2d 1673, 1681 (Fed. Cir. 1988)". 

Here, the differences between the claimed subject matter and that of the prior art are not 
seen to rise to a situation where there are "numerous possible choices" or where there is a new 
technology to explore. The art relied on, as well as the Examiner's assessment of such art, 
makes it clear that it would have been "obvious to do" what Applicant is claiming. Protecting 
anyone from a myocardial infarction would have been a motive well established in the medical 
art, whether actually stated in the art or not. The selection of a given population, i.e., in those 
people who have suffered a myocardial infarction, has not been objectively established as being 
critical or otherwise non-obvious. Therefore, it remains the Examiner's position that the 
selection of any particular patient in whom to practice the methods of the prior art would have 
been well within the purview of the skilled artisan. Further, because of the small genus of 
population that would have been before the skilled artisan, the present conclusion of obviousness 
is even more difficult to avoid. 

Accordingly, for the reasons above and those of record, the Examiner will maintain his 
position and the rejection as being proper. 

None of the claims are allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 



Application/Control Number: 09/869,333 



Page 6 



Art Unit: 1614 

will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond J. Henley III whose telephone number is 571-272- 
0575. The examiner can normally be reached on M-F, 8:30 am to 4:00 pm Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on 571-272-0951. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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